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This Is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 



OFFICE ACTION SUMMARY 



Gj^Responsive to communication (s) filed on _ 

□ This action is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1935 D.C; 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire _ 



_ mohth(s), or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 1 33). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims 

EKCiaim(s) 



/-^/ 



Of the above, claim (s) 

□ Claim(s) • 

Q^CIaim(s) </,cT d>/>& / 
J2^Claim(s) ? / 6> **,*f 2l0 

□ aaim(s) ; • 



'($-/*- 



is/are pending in the application. 

_is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



Js/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



_are subject to restriction or election requirement. 



□ The drawing(s) filed on 

□ The proposed drawing correction, filed on _ 



Js/are objected to by the Examiner. 
is □ approved □ disapproved. 



□ I he s|tocfflcaM6H Is ftDjectefl 16 By W8 bxahl i nBr. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received In Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

♦Certified copies not received: ' _ - 



□ Acknowledgment is made of a clalm.for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 



^Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1 449, Paper No(s). 

□ Interview Summary, FTO-4 13 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, FTO-1 52 



-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 



PTOL-328 (R*v.8/»6) 



* OS.OPO: 1896-421-6*2/40206 
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The request filed on 9/7/00 for a Continued Prosecution Application (CPA) under 37 CFR 
1.53(d) based on parent Application No. 09/127059 is acceptable and a CPA has been established. 
An action on the CPA follows. Since no shift in invention has been indicated in the CPA request, 
the claims being examined are the same as in previous actions and thus claims 6-18 remain 
withdrawn. 

Claims 1,2,4, and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

l.The nature of hetero ring systems at B remains unclear. The phraseology does not exclude other 
hetero atoms as ring members . "Ring systems" is non-limiting as to number of rings permitted. 
How many rings can be fused together- 2,3,4? See Wiggins cited in previous actions. Its not even 
clear where the "carbon atom" can be- a ring carbon atom or a substituent on the ring. 

Claims 1,2,4 and 5 remain rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The newyl amended B terminology lacks descriptive support for reasons given previously and in 
fact now excludes benzene fusion and thus the indolyl ring- the only ring system ever described in 
the original disclosure. In fact it reads literally on bi- and polyfiised (never described for 
heteroaryl) 5- membered rings that are not even necessarily aromatic! Note that "unsaturated" is 
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not synonymous with aromatic, originally described.For the 6-membered ring note that the only 
mention of this comes in the discussion of fused aryls on p. 5 and the only one example given (no 
genus) is benzodioxanyl while the new terminology cover a lot more. 

The, following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would' have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 21 remains rejected under 35 U.S.C. 103(a) as being unpatentable over Ward. 
While the proviso (3) takes care of the generic claims, note that claim 21,2nd species, remains an 
obvious variant for reasons given previously- see actions mailed 8/17/99 and 3/22/00. 

Claims 1,2,4,5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Plilai and van der Stelt (US'256). Plilai teaches a similar compounds to that claimed as an 

nntirlnprnnrnnt <2a ft VTT in t^hlp 1 WfhWf* ™iH rnmpnnnH nn IrmgPr anticipate trip r.laim^ it is an 

obvious variant as it only differs in being unsubstituted in one of the phenyl rings vs. Instant Me 
(i.e. alkyl) substituted phenyl. H vs Me is not considered a patentable advance absent evidence of 
superior, unexpected results. Note In re Wood 199 USPQ 137; In re Lohr 137 USPQ 548; In re 
Fauque 121 USPQ 425. Thus it would have been obvious to one skilled in the art at the time the 
invention was made to expect compounds claimed herein that are methylated on the one of the 
phenyl rings to also possess the use taught by the art in view of the close structural similarity 
outlined above. 
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In responding to this expected rejection in the preliminary response applicants urge there 
is no teaching to replace H with Me in Plilai. Note that there was no such teaching in the case law 
applied above and yet claims were still refused based on the close structural similarity of H with 
methyl on carbon atoms. Applicants further urge methylated compounds of Plilai would not be 
enabled but this is not ageed with. Plilai relies on simple processes to make his amino compounds 
starting with an aldehyde (diphenylacrolein) which is employed to make intermediates such as 
(III) which go on to make the piperazine derivatives. The corresponding methylated analogs of 
diphenylacrolein are well known in the art and can be found in van der Stelt who employed both a 
para tolyl derivative as well as an orthotolyl. See the first two lines of eg.I and lines 45- to the end 
of eg.I as well as first 2 lines of eg.III. 

Any inquiry concerning this communication should be directed to Emily Bernhardt at 
telephone number (703) 308-4714. 

A facsimile center has been established for Group 1600. The hours of operation are 
Monday through Friday, 8:45 AM to 4:45 PM. The telecopier numbers for accessing the facsimile 
machine are (703) 308-4556 or (703) 305-3592. 
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